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DETAILED ACTION 

Introduction 

1 . The following is a NON-FINAL Office Action in response to the communication 
received on 03/12/10. Claims 1-42 are now pending in this application. 

2. A request for continued examination (RCE) under 37 CFR 1.114, including the 
fee set forth in 37 CFR 1 .17(e), was filed in this application AFTER FINAL rejection. 
Since this application is eligible for continued examination under 37 CFR 1.114, and the 
fee set forth in 37 CFR 1 .1 7(e) has been timely paid, the FINALITY of the previous 
Office Action has been WITHDRAWN pursuant to 37 CFR 1.114. Applicant's 
submission filed on 03/12/10 has been entered. 

Response to Amendments 

3. Applicants Amendment has been acknowledged in that: Claims 1-42 are now 
pending in this application. 



Claim Rejections- 35 U.S.C § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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5. Claims 1-2, 18-19, 22, 27, 30-31, 33, 39 are being rejected under 35 U.S.C 
103(a) as being unpatentable over US 2002/0161684 to Whitworth in view of US Patent 
7,212,993 to Bodurtha et al, herein Bodurtha. 

Regarding claim 1, Whitworth discloses a system for transacting securities, 
comprising: a plurality of securities issued by a single issuer ([0070]). However 
Whitworth does not disclose a securities combine comprising a computer aggregating 
the securities in at least one tradable bundled instrument security for transaction; 
wherein at least one type of the plurality of securities are publicly traded securities of the 
single issuer. Bodurtha discloses a securities combine comprising a computer 
aggregating the securities in at least one tradable bundled instrument security for 
transaction; wherein at least one type of the plurality of securities are publicly traded 
securities of the single issuer (column 3: 1-5; column 3: lines 15-22). Therefore it would 
have been obvious to one of ordinary skill in the art at the time of the invention to modify 
Whitworth's invention to include a securities combine comprising a computer 
aggregating the securities in at least one tradable bundled instrument security for 
transaction; wherein at least one type of the plurality of securities are publicly traded 
securities of the single issuer. One of ordinary skill in the art would have been motivated 
to include a securities combine comprising a computer aggregating the securities in at 
least one tradable bundled instrument security for transaction; wherein at least one type 
of the plurality of securities are publicly traded securities of the single issuer in order to 
ensure that the entire process of transacting the securities combine is done in an 
efficient manner. 
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Regarding claim 2, Whitworth discloses the system as recited in claim 1 . 
Whitworth further discloses wherein the securities comprise any of debt, equity, and 
hybrid securities ([0067]). 

Regarding claim 18, Whitworth discloses the system as recited in claim 1 . 
However Whitworth does not disclose wherein receipt from an investor of the bundled 
instrument security comprises redemption of the bundled instrument security. Bodurtha 
discloses wherein receipt from an investor of the bundled instrument security comprises 
redemption of the bundled instrument security (column 1 1 : lines 9-12). Therefore it 
would have been obvious to one of ordinary skill in the art at the time of the invention to 
modify Whitworth's invention to include wherein receipt from an investor of the bundled 
instrument security comprises redemption of the bundled instrument security. One of 
ordinary skill in the art would have been motivated to include wherein receipt from an 
investor of the bundled instrument security comprises redemption of the bundled 
instrument security in order to ensure that the investor receives the payout that they 
were promised. 

Regarding claim 19, Whitworth discloses the system of claim 1 . Whitworth 
further discloses wherein said bundled instrument security comprises a cash distribution 
issued on the units of said plurality, wherein the cash distribution is indirectly paid to at 
least one of the investors (claim 15). 

Claim 22 is being rejected using the same rationale as claim 1 . 
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Regarding claim 27, Whitworth discloses the method as recited in claim 22. 
However Whitworth does not disclose selling the bundled instrument security to at least 
one investor at a price based on a multiple of at least one of the plurality of the 
securities. Bodurtha discloses selling the bundled instrument security to at least one 
investor at a price based on a multiple of at least one of the plurality of the securities 
(column 6: lines 22-29). Therefore it would have been obvious to one of ordinary skill in 
the art at the time of the invention to modify Whitworth's invention to include selling the 
bundled instrument security to at least one investor at a price based on a multiple of at 
least one of the plurality of the securities. One of ordinary skill in the art would have 
been motivated to include selling the bundled instrument security to at least one 
investor at a price based on a multiple of at least one of the plurality of the securities in 
order to ensure that the investor receives the best possible price for the bundled 
security. 

Claim 30 is being rejected using the same rationale as claim 18. 

Regarding claim 31 , Whitworth discloses the method as recited in claim 30. 
Whitworth further discloses purchasing the expelled at least one security of the plurality 
of securities ([0021], [0049]). 

Claim 33 is being rejected using the same rationale as claim 3. 
Claim 39 is being rejected using the same rationale as claim 2. 
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6. Claims 3-4, 10-12, 15 are being rejected under 35 U.S.C 103(a) as being 
unpatentable over Whitworth in view of Bodurtha and further in view of US 
2002/0046154 to Pritchard. 

Regarding claim 3, Whitworth discloses the system as recited in claim 1 . 
However Whitworth does not disclose bundling rules that instruct the security combine 
to bundle the securities when creating the bundled instrument security. Pritchard 
discloses bundling rules that instruct the security combine to bundle the securities when 
creating the bundled instrument security (Fig 2: 202, 204). Therefore it would have 
been obvious to one of ordinary skill in the art at the time of the invention to modify 
Whitworth's invention to include bundling rules that instruct the security combine to 
bundle the securities when creating the bundled instrument security. One of ordinary 
skill in the art would have been motivated to include bundling rules that instruct the 
security combine to bundle the securities when creating the bundled instrument security 
in order to ensure that those stocks or bonds that meet a certain security are included in 
the bundled security. 

Regarding claim 4, Whitworth discloses the system as recited in claim 2. 
However Whitworth does not disclose wherein the security combine is a trust operated 
under the guidance of the trustee. Pritchard discloses wherein the security combine is a 
trust operated under the guidance of the trustee ([0015]). Therefore it would have been 
obvious to one of ordinary skill in the art at the time of the invention to modify 
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Whitworth's invention to include wherein the security combine is a trust operated under 
the guidance of the trustee. One of ordinary skill in the art would have been motivated 
to include wherein the security combine is a trust operated under the guidance of the 
trustee in order to ensure the investor attains the maximum possible return on their 
security. 

Regarding claim 10, Whitworth discloses the system as recited in claim 1 . 
However Whitworth does not disclose wherein the securities are of disparate security 
types comprising any of equity, debt, and hybrid securities. Pritchard discloses wherein 
the securities are of disparate security types comprising any of equity, debt, and hybrid 
securities ([0045]). Therefore it would have been obvious to one of ordinary skill in the 
art at the time of the invention to modify Whitworth's invention to include discloses 
wherein the securities are of disparate security types comprising any of equity, debt, 
and hybrid securities. One of ordinary skill in the art would have been motivated to 
include discloses wherein the securities are of disparate security types comprising any 
of equity, debt, and hybrid securities in order to ensure that all types of investment 
vehicles could be combined to implement the single security. 

Regarding claim 1 1 , Whitworth discloses the system as recited in claim 1 . 
However Whitworth does not disclose wherein the system operates in a computing 
environment such that the security combine comprises a computing application. 
Pritchard discloses wherein the system operates in a computing environment such that 
the security combine comprises a computing application ([0044]). Therefore 
it would have been obvious to one of ordinary skill in the art at the time of the invention 
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to modify Whitworth's invention to include wherein the system operates in a computing 
environment such that the security combine comprises a computing application. One of 
ordinary skill in the art would have been motivated to include wherein the system 
operates in a computing environment such that the security combine comprises a 
computing application in order to ensure that the entire process of transacting securities 
is completed in an efficient manner. 

Regarding claim 12, Whitworth discloses the system as recited in claim 1 . 
However Whitworth discloses the system as recited in claim 1 . However Whitworth 
does not disclose wherein the bundled instrument security is generated from a selected 
multiple of the plurality of the securities. Pritchard discloses wherein the bundled 
instrument security is generated from a selected multiple of the plurality of the securities 
([0015]). Therefore it would have been obvious to one of ordinary skill in the art at the 
time of the invention to modify Whitworth's invention to include wherein the bundled 
instrument security is generated from a selected multiple of the plurality of the 
securities. One of ordinary skill in the art would have been motivated to include wherein 
the bundled instrument security is generated from a selected multiple of the plurality of 
the securities in order to ensure that the entire process of transacting the securities 
combine is done in an efficient manner. 

Regarding claim 15, Whitworth discloses the system as recited in claim 12. 
However Whitworth does not disclose wherein the selected multiple is based on at least 
one factor comprising any of current share price, market capitalization, trading volume, 
listing venue, and investor interest. Pritchard discloses wherein the selected multiple is 
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based on at least one factor comprising any of current share price, market 
capitalization, trading volume, listing venue, and investor interest ([0015]). Therefore it 
would have been obvious to one of ordinary skill in the art at the time of the invention to 
modify Whitworth's invention to include wherein the selected multiple is based on at 
least one factor comprising any of current share price, market capitalization, trading 
volume, listing venue, and investor interest. One of ordinary skill in the art would have 
been motivated to include wherein the selected multiple is based on at least one factor 
comprising any of current share price, market capitalization, trading volume, listing 
venue, and investor interest in order to ensure that the entire process of transacting the 
securities combine is done in an efficient manner. 

7. Claims 16-17 are being rejected under 35 U.S.C 103(a) as being unpatentable over 
Whitworth and Bodurtha in view of 5,806,048 to Kiron. 

Regarding claim 16, Whitworth discloses the system as recited in claim 1 . 
However Whitworth does not disclose wherein the bundled security is sold to, or 
redeemed by investors in accordance with at least one option position. Kiron discloses 
wherein the bundled security is sold to, or redeemed by investors in accordance with at 
least one option position (column 7: lines 58-62). Therefore it would have been 
obvious to one of ordinary skill in the art at the time of the invention to modify 
Whitworth's invention to include wherein the bundled security is sold to, or redeemed by 
investors in accordance with at least one option position. One of ordinary skill in the art 
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would have been motivated to include wherein the bundled security is sold to, or 
redeemed by investors in accordance with at least one option position in order to ensure 
that investors have multiple means to realize a profit. 

Regarding claim 17, Whitworth discloses the system as recited in claim 1 . 
However Whitworth does not disclose wherein a dollar value spread is tighter in the 
bundled instrument security than in the ones of the plurality of securities. Kiron 
discloses wherein a dollar value spread is tighter in the bundled instrument security than 
in the ones of the plurality of securities (column 3: lines 41 - 45). Therefore it would 
have been obvious to one of ordinary skill in the art at the time of the invention to modify 
Whitworth's invention to include wherein a dollar value spread is tighter in the bundled 
instrument security than in the ones of the plurality of securities. One of ordinary skill in 
the art would have been motivated to include wherein a dollar value spread is tighter in 
the bundled instrument security than in the ones of the plurality of securities in order to 
ensure that the investor realizes a cost savings when the securities are bundled. 

8. Claims 5-9, 23-26, 32, 34-35 are being rejected under 35 U.S.C 103(a) as being 
unpatentable over Whitworth in view of Bodurtha and Pritchard and further in view of US 
2004/0002910 to Mizukami. 

Regarding claim 5, Whitworth discloses the system as recited in claim 4. 
However Whitworth does not disclose wherein the trustee is a bank. Mizukami 
discloses wherein the trustee is a bank ([0006], [0032]). Therefore it would have been 
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obvious to one of ordinary skill in the art at the time of the invention to modify 
Whitworth's invention to include wherein the trustee is a bank. One of ordinary skill in 
the art would have been motivated to include wherein the trustee is a bank in order to 
ensure that all transactions are conducted by a financial entity which has the necessary 
assets in reserve to conduct the transactions. 

Regarding claim 6, Whitworth discloses the system as recited in claim 4. 
However Whitworth does not disclose wherein the bundled instrument Security 
is represented by depositary receipts issued by the trust and administered by the 
trustee. Mizukami discloses wherein the bundled instrument Security 
is represented by depositary receipts issued by the trust and administered by the 
trustee ([0095]). Therefore it would have been obvious to one of ordinary skill in the art 
at the time of the invention to modify Whitworth's invention to include wherein the 
bundled instrument Security is represented by depositary receipts issued by the trust 
and administered by the trustee. One of ordinary skill in the art would have been 
motivated to include wherein the bundled instrument Security is represented by 
depositary receipts issued by the trust and administered by the trustee in order to 
ensure that all transactions are conducted by a financial entity which has the necessary 
assets in reserve to conduct the transactions. 

Regarding claim 7, Whitworth discloses the system as recited in claim 6. 
Whitworth further discloses wherein the depositary receipts are traded on public 
securities marketplaces, ECNS, and exchanges ([0011], [0029]). 
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Claim 8 is being rejected using the same rationale as claim 7. 

Regarding claim 9, Whitworth discloses the system as recited in claim 1 . 
However Whitworth does not disclose wherein the securities are of the same type. 
Bodurtha discloses wherein the securities are of the same type (column 7: lines 49-51). 
Therefore it would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify Whitworth's invention to include wherein the securities are of the 
same type. One of ordinary skill in the art would have been motivated to include wherein 
the securities are of the same type in order to ensure that a maximum return is achieved 
by the investors. 

Claim 23 is being rejected using the same rationale as claim 7. 
Claim 24 is being rejected using the same rationale as claim 15. 
Claim 25 is being rejected using the same rationale as claim 10. 
Claim 26 is being rejected using the same rationale as claim 10. 
Claim 34 is being rejected using the same rationale as claim 6. 
Claim 35 is being rejected using the same rationale as claim 7. 

Claim 32 is being rejected using the same rationale as claim 6. 

9. Claims13, 28 is being rejected under 35 U.S.C 103(a) as being unpatentable over 
Whitworth in view of Bodurtha and Pritchard, and further in view of US 2002/0082979 
to Sands et al, herein Sands. 



Application/Control Number: 10/783,655 Page 13 

Art Unit: 3694 

Regarding claim 13, Whitworth discloses the system as recited in claim 12. 
However Whitworth does not disclose wherein the selected multiple has a value in a 
selected range in compliance with securities regulations. Sands discloses wherein the 
selected multiple has a value in a selected range in compliance with securities 
regulations ([0005]). Therefore it would have been obvious to one of ordinary skill in the 
art at the time of the invention to modify Whitworth's invention to include wherein the 
selected multiple has a value in a selected range in compliance with securities 
regulations. One of ordinary skill in the art would have been motivated to include 
wherein the selected multiple has a value in a selected range in compliance with 
securities regulations in order to ensure that all trades abide by the rules and 
regulations with the Securities and Exchange Commision. 

Claim 28 is being rejected using the same rationale as claim 13. 
10. Claim 14,29 is being rejected under 35 U.S.C 103(a) as being unpatentable over 
Whitworth in view of Bodurtha and Pritchard and further in view of US 2001/0037277 to 
Willis et al, herein Willis. 

Regarding claim 14, Whitworth discloses the system as recited in claim 12. 
However Whitworth does not disclose wherein the selected multiple changes 
responsive to one or more changes affecting the plurality of securities comprising any of 
a security split, a reverse security split, and a reorganization event. Willis discloses 
wherein the selected multiple changes responsive to one or more changes affecting the 
plurality of securities comprising any of a security split, a reverse security split, and a 
reorganization event ([0010], [0035]). Therefore it would have been obvious to one 
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ordinary skill in the art at the time of the invention to modify Whitworth's invention to 
include wherein the selected multiple changes responsive to one or more changes 
affecting the plurality of securities comprising any of a security split, a reverse security 
split, and a reorganization event. One of ordinary skill in the art would have been 
motivated to include wherein the selected multiple changes responsive to one or more 
changes affecting the plurality of securities comprising any of a security split, a reverse 
security split, and a reorganization event in order to ensure that the investor is aware of 
different scenarios which may affect the price of the bundled security. 

Claim 29 is being rejected using the same rationale as claim 14. 
11. Claims 20-21, 36 are being rejected under 35 U.S.C 103(a) as being 
unpatentable over Whitworth in view of Bodurtha and further in view of US 
2004/0078314 to Maerz et al, herein Maerz. 

Regarding claim 20, Whitworth discloses the system of claim 1 . However 
Whitworth does not disclose a first fee that is charged when creating the bundled 
instrument security. Maerz discloses a first fee that is charged when creating 
the bundled instrument security ([0086], [0087]). Therefore it would have been 
obvious to one of ordinary skill in the art at the time of the invention to modify 
Whitworth's invention to include a first fee that is charged when creating the bundled 
instrument security. One of ordinary skill in the art would have been motivated to 
include a first fee that is charged when creating the bundled instrument security in order 
to ensure that the issuer of the bundled instrument security is properly compensated. 
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Claim 21 is being rejected using the same rationale as claim 20. 
Claim 36 is being rejected using the same rationale as claim 20. 



Claim Rejections- 35 U.S.C § 102 

12. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 

form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

13. Claims 37-38 are being rejected under 35 U.S.C 102(b) as being anticipated by 
US Patent 7,212,993 to Bodurtha et al, herein Bodurtha. 

Regarding claim 37, Bodurtha discloses a system providing a security for 
transaction, comprising a computer comprising: a first means for applying bundling 
criteria comprising any of security price, market capitalization, trading volume, a listing 
venue of at least one of a plurality of securities, and investor interest in at least one of a 
plurality of securities at least one type of which is a publicly traded security (column 7: 
lines 46-52; column 8: table 3); second means for bundling a plurality of single issuer, 
uniform typed units of the at least one publicly traded security into a tradable bundled 
instrument security in accordance with the bundling criteria while permitting other of the 
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uniform typed units of the at least one publicly traded security to remain publicly traded 
(column 4: lines 3-5; column 6: lines 10-16); third means for selling the bundled 
instrument security to at least one investor at a price that is a predetermined multiple of 
at least one unit of the at least one security (column 6: lines 22-29); and fourth means 
for redeeming the bundled instrument security from at least one investor (column 1 1 : 
lines 9-12). 

Claim 38 is being rejected using the same rationale as claim 37. 

14. Claims 40-42 are being rejected under 35 U.S.C 103(a) as being unpatentable 
over Whitworth in view of Bodurtha and Pritchard and further in view of US 
2002/0087373 to Dickstein et al, herein Dickstein. 

Regarding claim 40, Whitworth discloses the security transaction system of claim 
39. However Whitworth does not disclose wherein the equity securities are selected 
from the group consisting of common stock, preferred stock, convertible or 
exchangeable preferred and preference stock, warrants, options, American Depositary 
Receipts, and interests in limited partnerships and limited liability companies. Dickstein 
discloses wherein the equity securities are selected from the group consisting of 
common stock, preferred stock, convertible or exchangeable preferred and preference 
stock, warrants, options ([0027]). Therefore it would have been obvious to one of 
ordinary skill in the art at the time of the invention to modify Whitworth's invention to 
include wherein the equity securities are selected from the group consisting of common 
stock, preferred stock, convertible or exchangeable preferred and preference stock, 
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warrants, options. One of ordinary skill in the art would have been motivated to include 
wherein the equity securities are selected from the group consisting of common stock, 
preferred stock, convertible or exchangeable preferred and preference stock, warrants, 
options in order to ensure that all different types of securities can be used in the 
transaction system. Pritchard discloses American Depositary Receipts, and interests in 
limited partnerships and limited liability companies ([0008]). Therefore it would have 
been obvious to one of ordinary skill in the art at the time of the invention to modify 
Whitworth's invention to include American Depositary Receipts, and interests in limited 
partnerships and limited liability companies. One of ordinary skill in the art would have 
been motivated to include American Depositary Receipts and interests in limited 
partnerships and limited liability companies in order to ensure that the equity securities 
encompass all types of instruments. 

Regarding claim 41 , Whitworth discloses the security transaction of 

claim 39. However Whitworth does not disclose wherein the debt securities comprise 
any of unsecured notes and debentures, secured notes, mortgage bonds, 
collateral trust bonds, convertible and exchangeable bonds, notes and debentures. 
Dickstein discloses unsecured notes, secured notes, and notes ([0027]). Therefore it 
would have been obvious to one of ordinary skill in the art to modify Whitworth's 
invention to include unsecured notes, secured notes, and notes. One of ordinary skill in 
the art would have been motivated to include unsecured notes, secured 
notes, and notes in order to ensure that all types of instruments are included. 
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Regarding claim 42, Whitworth discloses the security transaction system of claim 
39. However Whitworth does not disclose wherein the hybrid securities comprise 
convertible notes. Dickstein discloses wherein the hybrid securities comprise convertible 
notes ([0027]). Therefore it would have been obvious to one of ordinary skill in the art at 
the time of the invention to modify Whitworth's invention to include wherein the hybrid 
securities comprise convertible notes. One of ordinary skill in the art would have been 
motivated to include wherein the hybrid securities comprise convertible notes in order to 
ensure that all types of securities are available to the investor. 
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CONCLUSION 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MOHAMMAD Z. SHAIKH whose telephone number is 
(571)270-3444. The examiner can normally be reached on Monday-Friday (9:30-6:00); 
alt Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jim Tramell can be reached on 571-272-6712. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/M. Z. S./ /Ella Colbert/, Primary Examiner, 

Examiner, Art Unit 3694 Art Unit 3694 

6/17/2010 



